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Opi nion by Bucher, Adm nistrative Trademark Judge:

G nganet Co., Ltd., a Japanese Corporation, seeks

regi stration on the Principal Register of the mark
TELEPORT for goods recited in the application, as anended,

as foll ows:

“tel econmuni cati ons apparatus and el ectronic
information transm ssi on apparatus, nanely,
t el ephone apparatus, w re communi cation
apparatus, carrier equipnent, broadcasting
apparatus, wreless conmmuni cati on appar at us,
applied radi o apparatus, telenetering and
renmote control apparatus, audio frequency
appar atus, and conponent parts thereof
conput er hardware for use in

t el econmuni cati ons and el ectronic
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information transm ssion; software for use
i n dat abase managenent, for use in renote
education, for use in |linguistic education,
for use with spreadsheets and for use in
word processing; blank and pre-recorded
magneti c data carriers, magnetic card
appar atus and magnetic cards for use in

t el econmuni cations and el ectronic
information transm ssion” in International
Class 9.1

This case is now before the Board on appeal fromthe
final refusal of the Trademark Exami ning Attorney to
regi ster such designation based upon the ground that the
termis nerely descriptive when considered in relation to
applicant’s identified goods, i.e., that the term TELEPORT
i medi ately infornms potential purchasers about the features
and functions of applicant’s goods.

Bot h applicant and the Trademark Exam ning Attorney
have fully briefed this appeal, but applicant did not
request an oral hearing before the Board. W affirmthe
refusal to register.

A mark is nerely descriptive, and therefore
unregi strabl e pursuant to the provisions of Section 2(e)(1)
of the Trademark Act, 15 U S. C. 81052(e)(1), if it
i edi ately conveys information of significant ingredients,

qualities, characteristics, features, functions, purposes

! Application Serial No. 76508364 was filed on March 31, 2003
based upon applicant’s allegation of a bona fide intention to
use the mark in commerce.
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or uses of the goods or services with which it is used or
is intended to be used. A mark is suggestive, and
therefore registrable on the Principal Register without a
show ng of acquired distinctiveness, if inmagination,

t hought or perception is required to reach a concl usion on
the nature of the goods or services. See In re Gyulay, 820
F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 1987).

The question of whether a particular termis nerely
descriptive is not decided in the abstract. Rather, the
proper test in determining whether a termis nerely
descriptive is to consider the mark in relation to the
goods or services for which registration is sought, the
context in which the mark is used or is intended to be
used, and the significance that the mark is likely to have
on the average purchaser encountering the goods or services

in the marketplace. See In re Abcor Devel opnent Corp., 588

F.2d 811, 200 USPQ 215 (CCPA 1978); In re Intelligent

| nstrunentation Inc., 40 USPQR2d 1792 (TTAB 1996); In re
Consolidated Ci gar Co., 35 USPQR2d 1290 (TTAB 1995); Inre
Pennzoil Products Co., 20 USPQ2d 1753 (TTAB 1991); In re

Engi neering Systens Corp., 2 USPQ2d 1075 (TTAB 1986); and

In re Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979).
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Applicant maintains that while the invol ved mark may
impart sone information to the prospective purchasers about
applicant’s goods, and hence nmay well|l be suggestive of its
goods, it is not descriptive of them Applicant argues
t hat when prospective consuners view this mark, they woul d
need to exercise some imagination or thought to obtain any
di rect nmessage about the el ectronic goods offered by
applicant —that the term “Tel eport” does not forthwith
convey any immedi ate idea of the various el ectronic goods
of fered by applicant:
[While the mark TELEPORT m ght be
reasonably thought to suggest that the
product to which it applies has to do with
t el ephones, or tel econmunication, or the
i ke; nonetheless, the mark requires the
consuner to exercise inmagination in order to
draw a conclusion as to the nature of
Applicant’s el ectroni c goods.

Applicant’s appeal brief, p. 5.

In further support of its position, applicant argues
that the record does not show that any of applicant’s
conpetitors “either want or need to use the termin
question in order to describe their electronic goods.”
Appl i cant contends that this termis not nerely descriptive
because “the mark is just as |likely to conjure up sone

arbitrary connotation” that is conpletely unrelated to

applicant’s goods. “For exanple, TELEPORT m ght bring to
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m nd transportation, tinme travel, or various services
available only in the real mof science fiction.”

Applicant’s appeal brief, p. 6.

By contrast, the Trademark Exam ning Attorney begins

with the dictionary definitions of the word “tel eport”

made

of record, nanely, that it refers to a “tel ecommuni cations

network that provides access to comruni cations satellites

and ot her |ong distance nedia; tel econmunications hub”? and

“a satellite comunication systemthat beans data into

outer space.”® She goes on to argue as foll ows:

2 www. i nf opl ease. com
3 www. net | i ngo. com

W also take judicial notice of the relevant portions of
additional entries fromthree other sources corroborating those
definitions placed into the record by the Exam ning Attorney:

teleport (1) A project devel oped by the Port Authority of

New York and New Jersey, Merrill Lynch & Conpany, and the

Western Union Corporation to provide the New York City

netropolitan area with satellite comruni cations.
(2) A generic reference to a facility capabl e of

transnmitting and receiving satellite signals for other

users. JONES CABLE TELEVI SI ON AND | NFORMATI ON | NFRASTRUCTURE
DicTi oNaRY (4" Ed. 1994) .

Teleport: w»n. 1 a center providing interconnections

between different forns of tel ecommunications, esp. one

that |inks satellites to ground-based comuni cati ons.

[ORIA N 1980's: originally the nane of such a center in
New York.] 2 an act of teleporting. THE NEw OXFORD AVERI CAN

Di CTI ONARY (2001) .
teleports The definition witten by Gary Stix in the
August 12, 1986 issue of CoOwUTER DECISIONS reads, “High

bandwi dth tel ecomuni cations distribution systens that

allow major |ocal users to obtain l[ocal, private services
and | ong di stance services. The nost notable exanple is
the New York Teleport,” which is |ocated on Staten |sland.
Tel eports traditionally consist of two things — a fiber

optic / coaxial cable network around a city and a

- 5 -
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[ Al pplicant’s goods are broadly-identified
t el econmuni cati ons and el ectroni ¢ goods.
Such goods are identified so broadly that
they could clearly be used to either access
or conprise a “teleport” (i.e., be used to
access or conprise a “tel econmuni cations
network that provides access to

conmuni cations satellite and other |ong

di stance nmedi a” and/or tel econmuni cations
hub” and/or be used to access or conprise
satellite conmmunication systemthat beans
data into outer space”).

a

Trademar k Exami ning Attorney’s appeal brief, p. 7.
Accordi ngly, she concludes that applicant’s proposed mark
descri bes a characteristic, function and/or purpose of the
identified goods.

The dictionary entries contained within the record do
contain references to “teleportation” as a hypotheti cal
met hod of transportation in which matter is dematerialized
at one point and recreated at another. However, in the
context of applicant’s “tel ecomruni cati ons apparatus and
el ectronic information transm ssion apparatus ..,” the
appropriate neaning we focus on is related to satellite
conmuni cations. In this setting, teleports are the ground-

based side of the global satellite network. They conbine

collection of nearby satellite antennas. The cabl e network
collects transnissions fromlarger customers and takes them
to the antennas for shipping to and formdi stant offices.
Tel eport conpani es are now nore successful as | ocal

conmmuni cati ons conpani es than they are as | ong di stance

gat eways... NEWON' s TELEcoM Di cTi onary (19'" Ed. 2003).

- 6 -
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t he power of geosynchronous satellites positioned in space
wi th high-speed terrestrial fiber.

Applicant’s goods are also identified broadly enough
t hat based solely upon the limted record in this case
(e.g., dictionary definitions), it is reasonable to assune
that, in reality, the various conponents identified in the
instant application (e.g., apparatus, equipnment, nedia and
software) would be conpatible wth the needs of enterprises
operating the ground-based portion of global satellite
net wor ks.

Moreover, we note that there are no limtations on the
channels of trade for applicant’s goods. The classes of
custoners of applicant’s broadly-identified
“tel econmmuni cations apparatus and el ectronic information
transm ssion apparatus,” specifically *conputer hardware
for use in tel ecomunications and el ectronic information
transm ssion,” could well include conpanies that operate
tel eports. Applicant’s highly technical goods, on their
face, certainly do not appear to be the type of electronic
products that would be marketed to ordinary retai
consuners. In fact, quite the opposite appears to be true.
The type of electronic products |isted nost |ikely would be

directed to highly-trained and know edgeabl e persons in the
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tel ecommuni cations field. To such persons, the term
TELEPORT, would “forthwith convey an i medi ate i dea” of the
function, nature or characteristics of the involved goods.
This is a nore precise piece of information than sinply
that “the mark TELEPORT m ght be reasonably thought to
suggest that the product to which it applies has to do with
t el ephones, or tel econmunication, or the |like.”
Applicant’s brief, p. 5. Moreover, seeing the word
TELEPORT in connection with sophisticated
t el econmuni cati ons conponents is nost unlikely to conjure
up “transportation, tine travel, or various services
available only in the real mof science fiction”
(applicant’s brief, p. 6) in the m nds of
t el econmmuni cati ons prof essional s.

The prototypical services of commercial conpanies that
operate tel eports include audi o/video producti on and
post production, requiring “broadcasting apparatus”;
di stance learning, requiring “software for use in renote
education”; renote neasuring using satellite technol ogy,
requiring “telenmetering and renote control apparatus”; the
resal e of bandwi dth on satellite transponders, fiber
circuits or mcrowave networks, requiring “tel ephone

apparatus, w re conmmunication apparatus, carrier equipnent,
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br oadcasti ng apparatus, w rel ess communi cati on apparatus”;
up-1inking and down-1inking with the acconpanyi ng
anplification, nodul ation, encryption and rel ated
processes, requiring “software for use in electronic
information transm ssion”; and format conversion, requiring
“software for use in database managenent, for use in
I inguistic education, for use with spreadsheets and for use
in word processing; blank and pre-recorded nmagnetic data
carriers, magnetic card apparatus and magnetic cards for
use in tel ecomunications.”

It is highly likely that any vendors of
“t el ecommuni cati ons apparatus and el ectronic information
transm ssi on apparatus, nanely, tel ephone apparatus, wre
communi cati on apparatus, carrier equi pnent, broadcasting
apparatus, wreless conmmunication apparatus, applied radio
apparatus, telenetering and renote control apparatus, audio
frequency apparatus, and conponent parts thereof conputer
hardware for use in tel ecommunications and el ectronic
information transm ssion; software for use in database
managenent, for use in renote education, for use in
i nguistic education, for use with spreadsheets and for use
in word processing; blank and pre-recorded nmagnetic data

carriers, magnetic card apparatus and magnetic cards for
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use in tel ecommuni cations and el ectronic information
transm ssion” who are conpeting with applicant should al so
be free to use the words “teleport” in a highly-descriptive
manner in connection with their goods.

Accordingly, followi ng the urging of applicant,
irrespective of which test we enploy to divine the |ine
bet ween suggestive marks and nerely descriptive terns* --

the “imagination test,” the query about whether or not one
needs to exercise “mature thought or follow a nulti-stage
reasoni ng process,” or a “conpetitive need” test, etc., --

we find that this termis nerely descriptive of the

identified goods.

Decision: The refusal to register based upon Section

2(e) (1) of the Lanham Act is hereby affirned.

4 2 J. Thomas MCarthy, MCARTHY ON TRADEMARKS AND UNFAI R
CowETITION, § 11.71 (4th ed. 2001).
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